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Remarks/Arguments 

The Examiner has rejected Claims 1-13, 15-16, and 20 based on written 
description requirements; Claims 2, 5, 6, 8-13, 15, 16, and 19 stand rejected under 
indefiniteness; Claims 1-3 and 5-20 are rejected under obviousness considerations of 
Verhaeghe (US 2002/0170398 Al) in view of the combination of Sanders et al. (US 
6213302 Bl) mdBettencourtetal. (US 3986561.) 

Claims 1-3, 5-10, 12-15, 17-20 remain in the application; Claims 1, 2, 5, 6, 8, 10, 
12-13, 15, 19-20 have been amended; Claims 3, 7 and 17 remain as originally presented. 
Claim 4 was previously cancelled; Claims 11 and 16 are currently cancelled without 
prejudice, Applicant expressly reserves the right to reintroduce Claims 11 and 16 at a later 
date or in a subsequent application; Claims 9, 14, 18 were previously amended and 
presented herein as before. No new matter has been added. 

35 USC § 112 paragraph 1 - "Common Facility" 

Applicant has amended Claims 1, 8, and 20 to change the limitation from 

"common" facility to "shelf stable processing" facility. Antecedent basis for this 

amendment is found in the specification at p 4, lines 22-24, p 6 lines 26 - 27. Applicant's 

amendment should not be construed as an admission or agreement with the Examiner's 

rejection. The word " common " is a synonym for "consolidated" "shared" or "combined^ 

which Applicant believes is clearly supported by the specification at least at p 4, lines 22- 

24, which describes one inventive aspect as 

" consolidate [ing] fresh cut produce processing and shelf stable processing of 
produce in a way which utilizes existing harvesting and shelf stable processing 
systems, ". 
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35 USC § 112 paragraph 1 - "Cutting" vs. "Diverting" 

Applicant has amended the preamble of Claims 2 and 15 to reflect the originally 
submitted preamble, i.e., the term "cutting," has been changed back to the original term 
"diverting" which the Examiner noted is fully supported by the written description. 
Applicant's amendment should not be construed as an admission or agreement with the 
Examiner's rejection. 

35 USC § 112 paragraph 1 - "Consisting Essentially Of 

Applicant has amended Claim 10 to remove the purported indefinite transitional 
phrase "consisting essentially of" to the original open-ended transitional word 
"comprises," which the Examiner noted is fully supported by the written description. 
Claim 1 1 has been cancelled without prejudice thus rendering rejection of Claim 1 1 moot. 
Applicant's amendment should not be construed as an admission or agreement with the 
Examiner's rejection. 

For the reasons set forth above, Applicant respectfully requests reconsideration 
and withdrawal of all rejections under 35 USC § 1 12 paragraph 1 . 

35 USC § 112 paragraph 2 - "Undesirable Sections" 

Applicant has amended Claims 2, 6 and 8 to remove the purported indefinite terms 
"undesirable sections." Applicant has replaced "undesirable sections" in Claims 2 and 8 
with the phrase "at least tops and ends," which is clearly supported by the specification at 
least at p 7, lines 20-23 . Likewise, Claim 6 has been amended to "further" includes 
"juices" rather than the purported indefinite terms "undesirable sections." Support for 
this amendment is found in the specification again at least at p 7, lines 20-23. 

Applicant's amendments should not be construed as an admission or agreement 
with the Examiner's 35 USC § 1 12 paragraph 2 rejections. 

35 USC § 112 paragraph 2 - "Aesthetic Appeal" 

Applicant has amended Claims 5, 10 and 19 to remove the purported indefinite 
phrase "aesthetic appeal." Applicant's amendments should not be construed as an 
admission or agreement with the Examiner's 35 USC § 1 12 paragraph 2 rejections. 
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For the reasons set forth supra, Applicant respectfully requests reconsideration and 
withdrawal of all rejections under 35 USC § 1 12 paragraph 2. 

Reconsidered 35 USC §103 and §112 Rejections 

Applicant appreciates and thanks Examiner for reconsideration and withdrawal of 
the rejections noted in Examiner's Final Office Action of 03/22/2007. Applicant further 
notes and appreciates Examiner's identifying Applicant's erroneous §112 designations 
provided in Examiner's Advisory Action. 

35 USC §103(a) 

Claims 1, 8 and 20 have been amended to include the limitation of " consolidated 
within a shelf stable processing facility. " This limitation is not taught or otherwise 
suggested by the cited prior art to Bettencourt, Verhaeghe, or Sanders et al, either alone 
or in combination; nor is there any factual basis provided as to how or why one skilled in 
the art would be motivated to combine the cited art references to arrive at the inventive 
aspect as claimed. Fresh produce processing and shelf stable processing are two 
completely separate industries which utilize a common commodity but are processed 
completely differently. 

The methods as claimed cannot be said to be obvious since Examiner's cited 
reference to Cruess dates back to 1948, a period spanning nearly 60 years , in which there 
is virtually nothing found in any of the cited references to date which teaches, suggests, 
motivates or provides any factual basis for one skilled in the art to combine the shelf stable 
and fresh cut produce processes as claimed. 

The recent US Supreme Court ruling in KSR Int'l. Co., v. Teleflex, Inc., requires 
that there be an 

"apparent reason to combine the known elements in the fashion claimed by the 
patent [application] at issue. To facilitate review, this analysis should be made explicit. " 

In addition, the USPTO internal memorandum of May 3, 2007 from the Deputy 

Commissioner for Patent Operations, Margaret Focarino, requires; 

"Therefore, in formulating a rejection under 35 U.S.C. § 103(a) based upon a 
combination of prior art elements, it remains necessary to identify the reason why a 
person of ordinary skill in the art would have combined the prior art elements in the 
manner claimed. " 
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Accordingly, Examiner's supposition that one skilled in the art would be motivated 
for cost and efficiency reasons simply does not comport with the clear absence of any 
factual indication in the span of nearly 60 years of cited prior art, that the fresh cut 
produce and shelf stable processing could be combined as claimed. 

More importantly, mere supposition for establishment of a prima facie case of 
obviousness is not enough ; the inquiry requires some factual basis not found in applicant's 
specification . As stated supra, fresh cut produce processing and shelf stable produce 
processing have been, and continue to be, separate unrelated industries with no "cross 
pollinization." As such, Applicant respectfully submits that the Examiner has not met either 
the "TSM" test or the broader "factual inquiry" test (per Graham) to support a prima 
facie case of obviousness. Moreover, additional limitations and distinctions from the cited 
art follow in the analyses provided below. 

35 USC §103(a) - Verhaeghe 
The cited prior art to Verhaeghe teaches an automated tomato slicing machine for 
use in a fresh cut produce process which collects the ends of the sliced tomatoes but does 
not state for what or how the collected ends are to be used . 

As noted by the Examiner, paragraph 0030 states 

"Cutting off the stem (top) portion is however not essential , but can be useful for 
the further treatment of the end slices being separately collected." 

The non-enabling and vague reference to "further treatment' alluded to in 

paragraph 0030 of Verhaeghe could relate to an almost infinite number of other treatments 

including slicing by hand to recover additional produce slices, grinding for composting, 

collection for production of animal feed, etc. Tellingly, paragraph 0019 of Verhaeghe 

states; 

"As already explained above, left and right hand end slices (i.e., tops and 
bottoms) of vegetables and, more in particular of tomatoes, are not desired by the 
consumer as they possess less tasty components such as style pieces, stalk pieces, the 
sepal, calyx pieces, peduncule pieces, and root pieces. The invention solves these 
inconveniences by offering a device that enables the collection of the desired slices only, 
being the intermediate slices. " 
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Paragraph 0019 of Verhaeghe therefore teaches away from using the removed tops 
and ends for human consumption and thus would not be considered for reintroduction into 
a shelf stable process. Accordingly, there is no suggestion or motivation to do anything 
with the ends other than separately collecting them. However, even assuming arguendo, 
that the tops and ends were transported to a shelf stable processing facility, there is 
nothing to suggest that the shelf stable processing is consolidated with that of a fresh 
produce processing in a shelf stable processing facility as provided in amended Claims 1, 8 
and 20. 

In addition, Examiner's statement, 

"Note: Since Verhaeghe teaches of processing without special conditions (i.e. 
refrigeration, ect), one of ordinary skill in the art at the time the invention was made 
would expect the processing as taught by Verhaeghe to be shelf stable. Additionally, since 
Verhaeghe teaches of a fresh cut process for tomatoes that is a shelf stable process, 
Verhaeghe teaches of consolidating a shelf stable process with a fresh cut process in a 
common facility. " 

The Examiner's assumption is erroneous and contradictory as the plain meaning of 
a shelf stable processing requires some form of heat, chemical or irradiation treatment to 
render the produce product generally aseptic. 

A reasonable definition of "shelf stable" is available from Wikipedia 

( www.wikipedia.org ) and defines shelf stable as follows; 

"In the food processing industry, shelf stable refers to a version of a product that 
typically requires refrigeration, that has been altered so it can be safely stored and sold 
in sealed con tainer at room temperature while still having a useful shelf life. " 

Moreover, Applicant specifically defined shelf stable processing at specification 
p 4, lines 8 and 9 as " aseptic bagging and canning processing streams.'" This definition 
clearly comports with the generally accepted meaning of shelf stable processing in the art. 

The process described in Verhaeghe only discloses a fresh cut produce process, 
and provides no suggestion or motivation to consolidate a fresh cut produce process with 
a shelf stable process as is provided independent Claims 1, 8 and 14. In addition, 
Verhaeghe does not teach or otherwise suggest how the fresh produce (tomatoes) is 
provided. This fact is acknowledged by the Examiner; 

"However [Verhaeghe] is silent to the method for collecting the tomatoes.. " 
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Applicant further notes that Verhaeghe is likewise silent as to the method of 
visually selecting and diverting the tomatoes in a consolidated shelf stable processing 
facility as well. 

These limitations of receiving fresh produce by mechanical harvesting and visually 
selecting fresh produce in a consolidated shelf stable and fresh cut produce processing 
facility are likewise incorporated into Applicant's independent Claims I, 8, and 14 and 
dependent Claim 20. 

35 USC §103(a) - Bettencourt 

The cited prior art to Bettencourt teaches a mechanical tomato harvester which 

harvests tomatoes and specifically states; 

"Great savings for the public have resulted by the use of mechanical harvesting 
of tomatoes, the tomatoes used for canning at least. " Column 1, Lines 7-9 (Bettencourt) 

The Examiner notes also notes that 

"Bettencourt discloses that the tomatoes are mechanically harvested, visually 
sorted by ripeness, and then transported for distribution to a cannery or other process ing 
facility. " 

Canning is a shelf stable process . As such, applicant notes that Bettencourt is 
completely silent regarding fresh cut produce processing. 

The Examiner again supposes that 

"one of ordinary skill in the art would have been motivated to look to the tomato 
harvesting art, such as Bettencourt, to determine a method for collecting the tomatoes as 
disclosed by Verhaeghe." 

However, the mechanical harvesting as taught in Bettencourt would introduce a 

significant amount of physical damage to the majority of tomatoes harvested including 

bruises, nicks, cuts, gashes, splits, squashes, smashes and related physical damages. This is 

the primary reason Bettencourt provides tomatoes to a cannery and lists nothing else as 

stated supra. 

Moreover, a damaged (e.g., squashed) tomato will not work in the apparatus 
described in Verhaeghe as it requires an intact (i.e., undamaged) tomato in order to 
generate "uniform thickness [es] of the collected slices.'" Paragraph 0015 (Verhaeghe.) 
However, the damaged tomato would be perfectly acceptable for introduction into a shelf 
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stable process since the tomatoes will be reduced to pulp and pastes anyway. Fresh 
produce intended for direct consumer and fresh cut produce markets are generally 
handpicked or are otherwise separately field sorted away from the shelf stable processing 
facilities. Manual harvesting of fresh produce is one of the main reasons why vast 
numbers of migrant laborers are used throughout the United States ; i.e., mechanical 
harvesting techniques damage the harvested produce, thereby rendering a substantial 
portion unmarketable to consumers as fresh produce. 

35 USC §103(a) - Sanders et al 

The cited prior art to Sanders et al. teaches modified atmospheric packaging 
(MAP) suitable for sliced tomatoes (fresh cut produce) and therefore may be used with the 
sliced tomatoes generated by Verhaeghe. However, MAP is incompatible with shelf stable 
processed produce since this process utilizes heat treatments (or irradiation) to largely 
sterilize (i.e., aseptic) the produce which is then disposed in long lived containers such as 
sealed cans, jars, bags and tubes. MAP does not use and is not compatible with an aseptic 
process . The fresh produce and any bacteria existing at the time of packaging remain alive 
and are only growth inhibited by the expired carbon dioxide emitted from the produce. In 
short, using MAP with processed produce would completely defeat the entire shelf stable 
treatment process by allowing anaerobic bacteria to multiply. 

35 USC §103(a) -Verhaeghe, Bettencourt and Sanders et al. 

The Examiner suggests that the three-way combination of Verhaeghe, Bettencourt 
and Sanders et al. renders the claims obvious. Applicant respectfully traverses this 
rejection as to at least independent Claims 1, 8 and 14. 

As discussed supra, Verhaeghe does not teach or otherwise suggest that a portion 
of the fresh produce (tomatoes) is visually diverted from a shelf stable process to a fresh 
cut produce process within a consolidated shelf stable processing facility; nor is there any 
factual basis to conclude that one skilled in the art would reasonably consider combining 
the references to arrive at applicant's claimed invention. 

In addition, Verhaeghe does not teach or otherwise suggest that the collected end 
slices are reintroduced into a shelf stable process. Bettencourt does not teach or otherwise 
suggest that the machine harvested tomatoes would be collected for anything other than a 
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shelf stable process. This combination of shelf stable and fresh cut produce processing is 
only found in Applicant's patent application. As such, the claimed combination must 
therefore be novel and non-obvious. 

As discussed supra, fresh produce intended for fresh cut produce processing is 
manually harvested rather than machine harvested due to the damage inflicted on the 
produce by the mechanical harvester. Moreover, Applicant is not claiming how the fresh 
produce is cut. 

Accordingly, one skilled in the art would not be motivated to use the machine 
harvested tomatoes of Bettencourt for slicing as described in Verhaeghe. As also discussed 
supra, since MAP is incompatible with shelf stable processing, one skilled in the art would 
not be motivated to use MAP as provided in Sanders, et ah, in combination with the 
tomatoes harvested by Bettencourt. As such, the combination must therefore be novel and 
non-obvious. 

Accordingly, Applicant respectfully submits that the combination of Verhaeghe, 
Bettencourt and Sanders et al. does not teach or otherwise suggest the limitations 
included in the amended Claims. In particular, the following Independent Claim limitations 
clearly distinguish the cited prior art from Applicant's Claimed invention; 

"fresh cut produce process being separate from said shelf stable process but 
consolidated within a shelf stable processing facility ;" (Claim 1); 
"diverting a visually selected portion," (Claims 1, 8, 14); 

"consolidating a fresh cut produce process with said shelf stable process in a shelf 
stable processing facility," (Claim 8); 

"reintroducing at least some of the removed undesirable sections into the shelf 
stable process," (Claim 8); 

"consolidating a fresh cut produce process with a shelf stable process," (Claim 
14). Since all three independent Claims include at least two elements not taught, otherwise 
suggested or a factual basis for providing the combinations as claimed in the cited prior 
art, Applicant respectfully submits that independent Claims 1, 8 and 14 are novel and non- 
obvious. 
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Claims 2, 3, 5-7 depend from Independent Claim 1 which as discussed above is 
believed novel and non-obvious. Accordingly, Claims 2, 3, 5-7 are likewise novel and non- 
obvious for at least the reasons discussed for Claim 1 . 

Claims 9-10, 12-13 depend from Independent Claim 8 which as discussed above is 
believed novel and non-obvious. Accordingly, Claims 9-10, 12-13 are likewise novel and 
non-obvious for at least the reasons discussed for Claim 8. 

Claims 15, 17-20 depend from Independent Claim 14 which as discussed above is 
believed novel and non-obvious. Accordingly, Claims 15, 17-20 are likewise novel and 
non-obvious for at least the reasons discussed for Claim 14. 

Therefore, for the reasons set forth supra, Applicant respectfully requests 
reconsideration and withdrawal of all rejections under 35 USC § 103(a). 

Amendments to dependent Claims 12 and 13 corrects minor antecedent basis 
issues with Claim 8 in regards to "containers" and "packages." The amendments to Claims 
12 and 13 are not performed for reasons of patentability. No new matter has been added 
as a result of Applicant's amendments. 

Accordingly, Applicant respectfully requests a timely notice of allowance be issued 
in this case. In the event the Examiner wishes to discuss any aspect of this response, please 
contact the attorney at the telephone number identified below. 

Respectfully Submitted, 

/PAS/ 

Philip A Steiner, Esq. 
Reg. No. 47,967 
Attorney for Applicants, 
(805) 549-8877 

I hereby certify that this correspondence is being transmitted to the United 
States Patent and Trademark Office by electronic means on this date of May 31, 
2007. 

/PAS/ 

Philip A Steiner, Reg. No. 47,967 
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